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1)S Responsive to communication{s) filed on 10/17/2005 . 
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3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Response to Amendment 

The amendment filed on October 17, 2005 has been fully considered but are moot in view 

of the new ground(s) of rejection. Claims 1-14 are pending 

Claim Rejections - J5 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sougjit to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



Claims 1-4, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dane 
et al. (WO 99/19811, hereinafter "Dane") in view of Nakajima et al (US. Patent No. 6665083, 
hereinafter "Nakajima"). Dane discloses a networked computer system for viewing and 
ordering prints of photographs. Dane shows: 

In referring to claim 1, Dane discloses ''asenjeramp4Eris connected to the Internet, over which hosts, 

guestSj pbotograpbers, and others associated with aa event have access to the spm fir uploading 

photographic images, downloading photographic images, ordering prints, and tm^wigp^mnt 

information^' (Dane, abstract). Dane, Figure 2 shows that the output servers 20 (or 30) 

obtain the material data from either server 10 or the photographer 16. The user 12 places the 

order through the server 10. The same argument applies to claims 6-9. Dane shows: 

• At least one client for generating order information for ordering output of material data: 
''Interactive access to this electrordc proolbook allows users and guests to select images for 
physical prints 310" (p2int, p. 6, lines 20-32) 

See Dane, Fig. 3 

• At least one output server for outputting the material data based on the order information: 
Dane, Fig. 2, element 20 

• The order information including a pointer for indicating a storage location of the material 
data other than the output server or output servers: 
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''The present invention promdes a systm whid) aMvsfortransfmd of photographic imc^es from a 
number of photographers to a tpkalfy website based photographic repository order server^' 
(Dane, p. 2, lines 10-13) 
• The output server obtaining the material data by accessing the storage location other than 
the output server based on the pointer included in the order information: 
Dane, Fig. 2, the output server 20 obtains the material data from the photographers 16 

Although Dane shows substantial features of the claimed invention, he does not explicitly 
show a location storage location being in a personal computer 
Nonetheless, this feature is well known in the art and would have been an obvious 
modification of the system disclosed by Dane, as evidenced by Nakajima USPN. (6665083). 
In analogous art, Nakajima whose invention is about a recording medium for recording 
photograph print ordering information, discloses a preferable system "that a service provider 
provide its customers with personal computer application software or the like which can 
easily record the ordering information in a recording medium. A recording medium readable 
by a computer stores such a software program described above where by a computer 
executes processing of inputting information regarding an orderer of a printing order, 
inputting link information to image data to be printed, inputting information regarding the 
content of the printing order, describing the information regarding the orderer in an orderer 
stream, describing the link information in a link information stream, and describing 
processing regarding the content of the order in an order content stream (Col. 4, lines 41-54. 
See also col. 3 lines 46 to col 4, line 30. 

Giving the teaching of Nakajima, a person of ordinary skill in the art would have readily 
recognized the desirability and the advantage of modifying Dane by employing the system of 
Nakajima in order to have the flexibility of storing image data and related software 
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information at any location in the network, in this way services can be provided to 
customers more quickly. 

In referring to claim 2, 

• A relay server existing between at least one client and one output server Dane, Fig. 2, 
shows a relay server 10 between the clients 18 and the output server 20 

In referring to claim 3, 

• The relay server comprises servers at a plurality of steps: 

Dane, Fig. 2, tiie relay server 10 connects to multiple servers, including photographers 16, 
photo finishbg lab 20, a bank 26, and a shipping facility 30 

In referring to claim 4, 

The order information is provided to the output server via a network Dane, Fig. 2 shows 
that servers 10, 16, 20 and clients 18 are connected via a network) 

In referring to claim 6, 

• A computer readable recording medium storing order information for ordering output 
of material data: 

Dane, Fig. 2, server 10 has a computer readable recording medium storing order 

information for ordering output of material data 

• The order information including a pointer to obtain the material data: 

A pointer to data is inherently implied in a system in which orders for prints of the data 
are sent to a server that does not have said data. 



Claims 10-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dane et al. (WO 
99/19811, hereinafter "Dane") in view of Nakajima et al (US, Patent No. 6665083, heremafter 
"Nakajima") and further in view of Arledge USPN. (6535294). 
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As per claims 10 and 11, although Dane and Nakajima show substantial features of the 
claimed invention, they do not explicitly show a location sending a receipt confirmation to at 
least one client 

Nonetheless, this feature is well known in the art and would have been an obvious 
modification of the system disclosed by Dane and Nakajima, as evidenced by Arledge USPN. 
(6535294). 

In analogous art, Nakajima whose invention is about a system for preparing customized 
printed products over a communication network, sending a receipt confirmation to the at least 
one client '"With combined reference to FIGS. 1 and 22, an e-mail message 145e is 
automatically transmitted from the wholesaler web server computer 140 to the retailer web 
server computer 120, notifying the retailer that a new order has been docketed on the 
retailer's new order queue. A copy of the new order is not transmitted to the retailer; rather, 
the notification simply instructs the retailer to connect to the wholesaler's web server 
computer 140, via the wholesaler's Internet web site, and to access the retailer's dealer 
account files thereon for information relating to the new order" (col. 19, lines 58-67). Giving 
the teaching of Arledge, a person of ordinary skill in the art would have readily recognized 
the desirability and the advantage of modifying Dane and Nakajima by employing the system 
of Arledge in order to assure customers that their order has been received and being 
processed. 

As to claims 12-14, these claims have similar limitations found in claims 1 and 10-11; 
therefore, they are rejected v^ith the same rationale. 

Claims 1, 2, 4, and 6-9 are rejected under 35 U.S.C. 102(e) as being anticipated by Herding 
(U.S. Patent Number 6757741, hereinafter "Herding"). Herding discloses system and 
method for network printing using a peer hybrid printing protocol. Herding shows: 
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In referring to claim 1, 

• At least one client for generating order information for ordering output of material 
data: Herding, Fig. 2 shows a client 106 for generating order information for ordering 
output of material data 

• At least one output server for outputting the material data based on the order 
information: Herding, Fig. 2 shows an output server 113 for outputting the material 
data based on the order information 

• The order information including a pointer for indicating a storage location of the 

material data other than the output server or output servers; the output server obtaining 

the material data by accessing the storage location other than the output server based on 

the pointer included in the order information: 

Herding, Fig. 2 shows the print job ticket 303 is used to obtain the full print job 313 from 
client 106 

In referring to claim 2, 

A relay server existing between at least one client and one output server. 

Herding, Fig. 2 shows a relay server 109 in between the client 106 and the output server 113 
In referring to claim 4, 

The order information is provided to the output server via a network: 

Herding, Fig. 2 shows the order information 303 is provided to the output server 113 via 

network 103 

In referring to claim 6, 

• A computer readable recording medium storing order information for ordering output of 
material data; the order information including a pointer to obtain the material data: 
Herding, Fig. 2, the job ticket 303 is stored on a computer readable recording medium at 
each of the computers 106,109,113 



In referring to claims 7, 8, and 9, 
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• Obtaining material data by accessing the stora^ location based on the pointer included 
in the order information: 

Hertling, Fig. 2 shows the print job ticket 303 is used to obtain the full print job 313 

• Outputting the material data that have been obtained: 

Hertling, Fig. 2 shows Print Server 113 outputs the material data on the Printer 116 

Chim Rejections - 35 USC§ 103 

The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior ait are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dane in view of 

Fredlund et al. (U.S. Patent Number 5,666,215, hereinafter "Fredlund"). Although Dane shows 
substantial features of the claimed bvention, Dane does not show providing the order 
information on a computer readable medium. Nonetheless this feature is well known in the art 
and would have been an obvious modification to the system disclosed by Dane as evidenced by 
Fredlund. 

In analogous art, Fredlund discloses a system and method for remotely selecting 
photographic images. Fredlund shows: The order information is provided to the output 
server by being recorded in a recording medium: ''After the order is prepared, the customer 
communicates the order to the digital image center 134, either by sending a floppy disc 1 00 containing the 
order information to the digital image center, or by communicating the order information over a 
telecommunication link W (Fredlund, col. 8, lines 51-56). 

Given these teachings, a person of ordinary skill in the art would have readily recognized the 
desirability and advantages of modifying the system of Dane so as to allow orders to be 
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placed with a computer readable medium, such as taught by Fredlund, in order to allow 
clients without networking capabilities to be able to use the digital photograph ordering 
system. 

Conclusion 

The prior made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Yasin Barqadle whose telephone number is 571-272-3947. The 
examiner can normally be reached on 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Glenn Burgess can be reached on 571-272-3949. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9306 for regular 
communications and 703-746-7238 for After Final communications. 
Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 

Information regarding the status of an application may be obtained form the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either private PAIR or public PAIR system. Status 
information for unpublished applications is available through private PAIR only. For more 
information about the PAIR system, see http:/ /pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 




